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DETAILED ACTION 

Election/Restrictions 
1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claim(s) 33, 34, 35, and 36, drawn to a method for enabling rooting or grafting 
comprising treating the plant or cutting with a substance that discontinues the effect of a rooting- 
inhibiting gene product, wherein the rooting-inhibiting gene product is a cytokinin and said 
substance inhibits the biosynthesis of cytokinin chosen from the chemicals listed in claim 36. 



Group II, claim(s) 33, 34, and 37, drawn to a method for enabling rooting or grafting 
comprising treating the plant or cutting with a substance that discontinues the effect of a rooting- 
inhibiting gene product, wherein the rooting-inhibiting gene product is a cytokinin and said 
substance is a structural analog of cytokinin chosen from the chemicals listed in claim 37. 



Group III, claim(s) 33, 38, 39, 40, and 41 drawn to a method for enabling rooting or 
grafting comprising treating the plant or cutting with a substance that discontinues the effect of a 
rooting-inhibiting gene and results in expression of a second gene and the expression product of 
which discontinues the effect of the rooting-inhibiting gene wherein the second gene codes for an 
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antisense molecule of IPT or codes for the expression product of an IPT gene operably linked to 
a promoter in sense orientation. 

Group IV, claim(s) 33, and 42 drawn to a method for enabling rooting or grafting 
comprising treating the plant or cutting with a substance that discontinues the effect of a rooting- 
inhibiting gene and results in expression of a second gene and the expression product of which 
discontinues the effect of the rooting-inhibiting gene wherein the second gene codes for one or 
more of the rolABC genes of Agrobacterium rhizogenes. 

Group V, claim(s) 33, 43, and 44 drawn to a method for enabling rooting or grafting 
comprising treating the plant or cutting with a substance that discontinues the effect of a rooting- 
inhibiting gene and results in expression of a second gene and the expression product of which 
discontinues the effect of the rooting-inhibiting gene wherein the second gene codes for a 
repressor of the promoter of the rooting-inhibiting gene. 

Group VI, claim(s) 33, 45, and 46 drawn to a method for enabling rooting or grafting 
comprising treating the plant or cutting with a substance that discontinues the effect of a rooting- 
inhibiting gene and results in expression of a second gene and the expression product of which 
discontinues the effect of the rooting-inhibiting gene wherein the second gene codes for a 
degradation enzyme of the rooting-inhibiting gene product. 
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Group VII, claim(s) 33, 47, and 48 drawn to a method for enabling rooting or grafting 
comprising treating the plant or cutting with a substance that discontinues the effect of a rooting- 
inhibiting gene and results in expression of a second gene and the expression product of which 
discontinues the effect of the rooting-inhibiting gene wherein the second gene codes for a 
mutated receptor for the rooting-inhibiting gene product. 

Group VIII, claim(s) 49, 50, 51, 52, and 53 drawn to a transgenic containing a first gene 
coding for a rooting-inhibiting product and a second gene which codes for a product which 
deactivates the rooting-inhibiting product, wherein the second gene codes for an antisense 
molecule of an IPT gene or codes for the expression product of an IPT gene operably linked to a 
promoter in sense orientation. 

Group IX, claim(s) 49, and 54 drawn to a transgenic containing a first gene coding for a 
rooting-inhibiting product and a second gene which codes for a product which deactivates the 
rooting-inhibiting product, wherein the second gene codes for one or more of the rolABC genes 
of Agrobacterium rhizogenes. 

Group X, claim(s) 49, 55, and 56 drawn to a transgenic containing a first gene coding for 
a rooting-inhibiting product and a second gene which codes for a product which deactivates the 
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rooting-inhibiting product, wherein the second gene codes for a repressor of the promoter of the 
rooting-inhibiting gene. 



Group XI, claim(s) 49, 57, and 58 drawn to a transgenic containing a first gene coding for 
a rooting-inhibiting product and a second gene which codes for a product which deactivates the 
rooting-inhibiting product, wherein the second gene codes for a degradation enzyme of the 
rooting-inhibiting gene product. 

Group XII, claim(s) 49, 59, and 60 drawn to a transgenic containing a first gene coding 
for a rooting-inhibiting product and a second gene which codes for a product which deactivates 
the rooting-inhibiting product, wherein the second gene codes for a mutated receptor for the 
rooting-inhibiting gene product. 

Group XIII, claim(s) 49, and 61 drawn to a transgenic which is reversibly protected 
against undesired vegetative propagation comprising treating the cutting or a graft with a 
stimulus that acts on a promoter operably linked to a gene whose gene product inactivates 
another gene product and placing the cutting or graft on a rooting medium. 

2. The claims are not linked or share a single special technical feature because the invention 
of claim 33 does not constitute an advance over the prior art. Claim 33 is taught by Dobres et al 
(December 1998, U.S. Patent Number 5,843,782) who teach the method steps encompassed by 
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claim 33. Dobres et al teach a method of propagating a rose plant comprising culturing a 
cutting/explant of said rose plant on medium comprising hormones to produce a regenerated 
plant (claims 1-55). It is an inherent property of the hormones to discontinue the effect of an 
endogenous rooting-inhibiting genes of said plant. The Office interprets claim 33 to read on any 
gene that through evolution is placed under the regulation of an inducible promoter and wherein 
said gene inhibits the formation of roots on said cutting/explant while said cutting/explant is a 
part of the whole plant. Hence, there is no special technical feature that links or is shared by any 
of the groups, i.e., the method of enabling rooting comprising transforming a plant with a gene 
encoding a cytokinin and a substance that inhibits the biosynthesis of cytokinin of Group I, the 
method of enabling rooting comprising transforming a plant with a gene encoding a cytokinin 
and also using an analog of cytokinin of Group II, the method of using an antisense or sense IPT 
gene of Group III, the method comprising the rolABC genes of Group IV, the method of 
enabling rooting comprising transforming a plant with a gene encoding a repressor of the 
promoter of a rooting-inhibiting gene of Group V, the method of enabling rooting comprising 
transforming a plant with a gene encoding a degradation enzyme of the rooting-inhibiting gene 
of Group VI, the method of enabling rooting comprising transforming a plant with a gene 
encoding a mutated receptor for the rooting-inhibiting gene of Group VII, the transgenic plant 
comprising an antisense or sense IPT gene of Group VIII, the transgenic plant comprising one or 
more rolABC genes of Group IX, the transgenic plant comprising a nucleic acid encoding a 
repressor of the promoter of a rooting-inhibiting gene of Group X, the transgenic plant 
comprising a nucleic acid encoding a degradation enzyme of the rooting-inhibiting gene product 
of Group XI, the transgenic plant comprising a nucleic acid that encodes a mutated receptor for a 
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rooting-inhibiting gene of Group XII, or the transgenic plant which is reversibly protected 
against undesired vegetative propagation comprising treating the cutting or a graft with a 
stimulus that acts on a promoter operably linked to a gene whose gene product inactivates 
another gene product and placing the cutting or graft on a rooting medium of Group XIII. 

3. Because these inventions are distinct for the reasons given above, have acquired a 
separate status in the art as shown by the literature and sequence searches required for each of 
the Groups are not required for another of the Groups, restriction for examination purposes as 
indicated is proper. 

4. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR LI 7(1). 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stuart F. Baum whose telephone number is 571-272-0792. The 
examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amy Nelson can be reached on 571-272-0804. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 
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Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is 571-272-1600. 




Stuart F. Baum Ph.D. 
Patent Examiner 
Art Unit 1638 
July 7, 2004 



